✓ 



UNITED STAT^3EPARTMENT OF COMMERCE 
United States Patent and Trademark Office ^ 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 




APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



09/354 ? 50 0 



07/18/99 



3CHERMER 



M 



GSIL-0109-PU 



r 



HM12/0405 



~i 



DAVID R SYROWIK 
BROOKS AND KUSHMAN PC 
1000 TOWN CENTER 22ND FLOOR 
SOUTHFIELD MI 48075-1351 



EXAMINER 



ALLEN? M 



ART UNIT 



PAPER NUMBER 



1631 
DATE MAILED: 



04/05/0 1 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev.11/00) 



1- File Copy 



Office Action Summary 



Application No. 

09/354,500 



Examiner 



Marianne Allen 



Applicant(s) 

SCHERMER ET AL 



Art Unit 



1631 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)[X] Responsive to communication(s) filed on 16 January 2001 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1-18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are objected to by the Examiner. 

11 )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved. 

12) Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) D Notice of References Cited (PTO-892) 18) D Interview Summary (PTO-413) Paper No(s). 

16) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 19) d Notice of Informal Patent Application (PTO-152) 

17) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 7. 20) D Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 01-01) 
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Information Disclosure Statement 
The supplemental IDS submitted 1/29/01 has been considered. 

Response to Arguments 

Applicant's arguments filed 1/16/01 have been fully considered but they are not 
persuasive. 

Claim Rejections - 35 USC § 102 

f 

Claims 1-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Shalon et al. 
( Genome Research , July 1996). 

This rejection is maintained for reasons of record. Applicant has amended independent 
claims 1 and 10 to recite "crosstalk is caused by overlapping dye emission spectra" and has 
argued that Shalon et al. does not disclose this limitation as the reference discusses optical 
crosstalk on page 644. This argument is not persuasive. The optical crosstalk referred to by 
Shalon et al. is caused by overlapping dye emission spectra as evidenced by column 17, lines 3- 
8, of Brown et al. (U.S. Patent No. 5,807,522). This patent is discussing the same experiment as 
that disclosed in Shalon et al. Note that Dari Shalon is also an inventor on this patent. 

Applicant's arguments on page 4 are not understood. Shalon et al. is clearly concerned 
with fluorescence, dyes, and emission spectra. Applicant's claims are directed to the same type 
of microarray hybridization experiments. See at least claims 9 and 18. 
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The arguments on page 5 with respect to definitions of correction factors and crosstalk- 
correction data are no. understood. Applicant's claims are not limned to particular correction 
factors or crosstalk-correction data. Applicant provides no reasoning as to why Shalon's 
experimentally determined coefficients do not meet the limitation of a correction factor. 

The arguments on page 5 with respect to 3, 4, or n-co.or arrays are no, understood. These 
are not limitations of the claims. 

Conclusion 

No claim is allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extend fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailmg 

date of this final action. 

Any inquiry concerning this communication or earlier communications ; from , toe 
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the organization where .his application or proceeding is assignee 703-308-30,4 for regular 
communications and 703-308-3014 for After Fmal commumcat.ons. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
shouid b A e"dUe4 y .o ^receptionist whose teiephone nu "^^^ 

Marianne P. Allen 
Primary Examiner 
Art Unit 1631 
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